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PLAINTIFF'S  PROPOSED  FINDINGS  OF  FACT 
AND  CONCLUSIONS  _OF  _LAW _ . 


FINDINGS  OF  FACT 

1.  This  is  an  action  for  infringement  of  copyrights 
in  violation  of  17  U.S.C.  Section  101  et.  seg. ,  trademark 
infringement  and  unfair  competition  at  common  law,  violatron  of 
Section  43(a)  of  the  Lanham  Act  of  1946,  as  amended,  15  U.S.C. 
Section  1125(a),  violation  of  the  Illinois  Deceptive  Trade 
Practices  Act,  Ch.  121-1/2  Ill.  Rev.  Stat.,  Par.  312,  (1975)  and 
misappropriation  at  common  law. 


The  Parties 

2.  At  all  times  material,  plaintiff,  Midway  Mf  g .  Co. 
("Midway")  is  and  has  been  an  Illinois  corporation  with  its 
principal  place  of  business  at  Franklin  Park,  Illinois. 

3.  At  all  times  herein  mentioned,  defendant  Artie 
International,  Inc.  (hereinafter  "Artie")  has  been,  and  now  is 


/3  ? 


niarp  of  business  at 

,  New  Jersey  corporation  with  a  Principal  pi 

550  Route  22,  Bridgewater,  New  Jersey.  Shih-Mmg  Huang  is 
president  and  major  stockholder  in  Artie.  (PX  81,  P-  38) 


(APP.  II.  Q-) 

4.  Defendant  has  been  transacting  business, 
including  the  acts  complained  of  herein,  in  this  District. 
81,  pgs.  118-119,  122-123,  132-133,  142-154)  (APP-  U-  0- > 

5.  Midway  is  a  nationally  recognized  designer. 


(PX 


manufacturer  and  seller  of  high  quality  coin-operated 
electronic  video  games.  The  bulk  of  Midway's  business  consists 
of  manufacturing  and  selling  video  games.  (Jarocki  aff.,  par 
2).  In  the  United  States  Midway  sells  its  video  games  to 
regional  distributors  who  in  turn  sell  the  video  games  to 
operators.  The  operators  then  place  the  machines  in  arcades 
and  other  public  places.  (Jarocki  aff.,  par.  2;  Tr.  110-111) 


(APP.  I.) 

6.  Each  of  Midway's  video  games  (including  the 
GALAXIAN  and  PAC-MAN  games)  consists  of  a  cabinet  having 
controls  and  which  contains  electronic  circuitry  in  the  foirm  of 
a  printed  circuit  board  which  is  electrically  connected  to  a 
television  picture  tube  which  serves  as  a  screen  upon  which  the 
visual  images  of  the  game  are  shown.  (Jarocki  aff.,  par.  3; 
Tr.  32,  PX  12,  13,  13A,  14,  15)  (APP.  I.) 

7.  Prior  to  the  insertion  of  a  coin,  Midway's 
GALAXIAN  and  PAC  MAN  video  games  operate  in  a  repeating 
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„  ..  8toced  in  the  components  of  the  P^hod 

■attract-  .ode  which  me  for  prospective 

circuit  boards  and  which  summarizes  the  ^ 

players.  (Jarocki  aft.,  P«  •  Tl  ‘  and 

U  deposited  and  the  start  Litton  is  e  ^ 

playing  symbols  or  images  on  the  screen  appear  to  resp 
operation  of  the  controis  by  a  piayer  and  sounds  eman  te  t  om 

7.  Tr  35-38,  43)  (APP. 
the  game.  (Jarocki  aff.r  P^-  3,  Tr. 

tne  game  ,  hv  Midway  and 

8  in  general,  many  video  games  made  y 

ether  manufacturers ,  including  the  PAC-H»  and  video 

games,  contain  printed  circuit  boards  which  are  ..loaded  ««, 
electronic  components  which  cause  the  images  of  each  game 

seen  on  the  screen  and  generate  the  sounds  of  each  game.  X  ese 

which  is  a  small  computer 
components  include  a  microprocessor,  wh 

.  mlt  ,TR  44),  and  computer  chips  called  ROMs  (TR  35, 
processing  unit  (TK  w)  , 

361.  The  term  ROM  is  an  acronym  for  "read  only  memory",  and  it 
is  a  device  which  contains  a  computer  program  in  a  permanently 

stored  manner.  (TR  33,  36;  42) 

9.  The  Midway* GALAXIAN  printed  circuit  board  vjas 

viewed  by  the  Court  at  the  hearing.  It  is  a  two-tiered  board 
which  consists  of  a  relatively  large  "mother  board"  (PX13; 

PX22)  having  a  relatively  smaller  "piggyback  memory  board" 
(PX13A-.PX23)  (hereinafter  "the  GALAXIAN  piggyback  board") 
mmintori  on  -its  iiDDpr  side-  The  mother  board  contains  a 


mounted  on  its  upper  side.  The  mother  board  contains  a 
microprocessor  (computer)  and  two  "character  ROMs",  which 
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. .  television  monitor.  (px 
1  °"  “ 

131  w  34;r  riairJL-K  ^  ....  ««  R0MS  on 

uppef  led  _  _  of  ~  ^ 

louec  side.  The  *“  a  manna!  bhat  the 

GALAXIAN  mother  board  and 

pins  ^iMU,  connech  khe  «-  on  «-  ^  ^ 

the  microprocessor  located  on  the  .other  board.  (PX22,  )• 

ROMs  o£  the  GMAXXM  piggyback  board  contain  permanently 

imprinted  instructions  in  the  form  of  computer  programs  which 

direct  the  microprocessor  to  cause  the  images  contained 

character  ROMs  to  appear  in  certain  locations  on  the  screen  in 

(TR  8-10,  32-33,  40-41,  92,  96-97)  (APP. 
the  GALA XI AN  game.  (TR-  »  iU' 

u.  When  the  GMAXIM  game  is  in  the  attract  mode 
.prior  to  th.  insertion  of  a  coin  by  a  player,  the  repeating 
predetermined  sequence  of  images  which  summarizes  the  game  for 
the  player  are  generated  by  the  instructions  which  are  fixed  in 

the  program  ROMs.  (TR  34-35)  ^ 

12.  When  the  GALAXIAN  game  is  placed  in  the  "play" 

mode  hy  the  deposit  of  a  coin f  the  images  contained  in  the 

character  ROMS  are  moved  on  the  screen  in  a  finite  but  enormous 


number  of  sequences  which  are  predetermined  by  the  instructions 
in  the  instruction  ROMs.  In  other  words,  when  the  player  moves 
the  controls  on  the  cabinet,  an  electric  signal  is  sent  to  the 
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t-ion  ROMs  to  obtain  the 

the  instruction 


microprocessor,  which  scans  g  in  which  the 

=  for  the  predetermined  sequent 
instructions  for  37_41)  In  like 

images  are  to  "move”  on  the  screen.  ^  ^ 

manner,  the  instruction  RO«s  cause  sounds  to  emana 

game  as  it  is  played.  if  a  player  would  move  the  contro^of 

either  a  GALAXIAH  or  PAC-MAN  video  game  in  exactly  the  s 
in  w  different  plays  of  the  game,  the  images  on  the  screen 

would  move  in  exactly  the  same  way.  <TR  40) 

13  Midway's  P AC- MAN  video  game  also  has  a.printe 

circuit  hoard  which  has  instruction  ROMs  and  character  ROMs, 
and  the  principles  of  operation  of  the  PAC-MAN  game  are 
identical  to  those  discussed  above  for  the  GALAXIAN  game.  (T* 

43)  ' 

*14.  The  Court  finds  as  a  matter  of  fact  that  t  e 
audiovisual  works  in  the  GALAXIAN  and  PAC-MAN  video  games, 
i.e.f  the  images  on  the  video  screens  and  the  associated  sounds 
emanating  from  the  games,  are  fixed  in  the  printed  circuit 
boards  of  the  games. 

Midway's  Acquis  it iorf*  and  Ownership  of  the  United  States 
Rjghts  in  the  GALAXIAN  _and  _PAC-M At^V i deo  _G  ame  s _ 

15.  Both  the  GALAXIAN  and  PAC-MAN  video  games  were 

created  by  Namco  Limited*  a  Japanese  Company,  (PX  1*  3*  6) 

( APP ,  II.  A.)  The  GALAXIAN  video  game  was  created  by  Namco  in 

1979*  and  was  first  published  in  Japan  by  Namco  on  September 

15,  1979  (PX  1*  3).  The  PAC-MAN  video  game  was  created  by 
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under  the  name 


.  ^  first  published  in  Japan 

Namco  in  1980  and  was  fir  P 

.  97  T  980  (PX  6)  (APP-  II-  A*' 

PUCKMAN  on  May  27,  ■  GALAXIAN 

u.  Midway  first  became  aware  of  Namco 

video  game  at  a  private  showing  at  Namco's  offices  in  ToKyo  on 

October  17,  1980  (darocti  Aff.  ,5).  *  was  apparent  to 

Midway's  management  upon  first  viewing  the  GALAXIAN  vide 

that  it  contained  distinctive  and  highly  marketable  features. 

(Jarocki  Aff.  M 5)  (APP.  !■) 

17.  Midway  first  became  aware  of  Namco's  PUCKMAN 

video  game  in  Japan  on  August  13.  1980  (Jarocki  Aff.  .!»■ 
(APP.  I.)  Midway  concluded  that  the  PUCKMAN  video  game  was 
unique  and  had  potential  for  commercial  success  in  the  United 
states  (Jarocki  Aff.  815).  upon  acquiring  the  rights  to  market 
this  game  in  the  United  States,  Midway  obtained  Namco's 
agreement  that  the  PUCKMAN  could  be  marketed  under  the 
trademark  "PAC-MAN".  (PX  11)  (APP.  II.  D.) 

18.  On  November  13  f  1979 ,  Midway  and  Namco  entered  a 
know-how  license  agreement  in  which  Namco  granted  Midway  an 

f 

exclusive  license  to  mak£  and  sell  the  GALAXIAN  video  ganie  in 
the  United  States.  (PX  10)  (APP.  II.  C.) 

19.  On  February  2,  1980  ,  Namco  assigned  to  Midway, 
effective  as  of  November  13,  1979  (the  date  of  the  license 
agreement)  "the  entire  right,  title  and  interest  in  common  law 
and  statutory  copyright"  in  the  GALAXIAN  video  game  in  the 
United  States.  (PX  5)  (APP.  II.  a.) 


.3  3979  GALAXfAN  agreement  has  been 

"•  TheNO''eTisltiUine££eet(PX10).  Xnene 

amended  several  tames  an  *  assigned  t0  Mia„ay  any 

of  the  amendments,  Nameo  spe  D0C_  02) 

rights  It  had  in  the  GALAXIAN  trademarX. 

(“P‘  C''  m  st  16  1980,  Nameo  assigned  the  O.S. 

21.  On  August  lof  J-  f 

•  ate  in  the  "PAC-MAN  or  PUCKMAN”  video  game  to 
CopYri-ght  rights  in 

Midway.  (PX  8)  (APP.  II- 

,  a  1980,  Midway  and  Nameo  ■en 
22  On  November  4,  ^ou< 

into  a  formalized  hnom-hom  license  agreement  in  ehioh  Midmay 
Lived  the  exclusive  rights  to  martet  the  game  in  the  Unrted 
States  under  the  name  PAC-MAN  (PX  11).  »»»=»  assrghed  any 

rights  it  had  in  the  PAC-MAN  and  PUCKMAN  trademarK  rrghts  to 

Nidma,  In  the  November  4.  1980  agreement  (»  U.  °°<='  “38, 

par.  2(a)).  The  PAC-MAN  agreement  has  been  amended  several 

times  and  is  still  in  effect.  (APP.  II.  *>.) 

23.  Midway  has  paid  substantial  royalties  to  Nameo 


under  both  the  GADAXIAN  and  PAC- 


(| 8)  .  (APP.  I.)  *  5 

24.  Midway  has  agreed  to  reassign  to  Nameo  the  rights 

to  the  GALAXIAN  and  PAC-MAN  video  games  (1)  at  any  time  more 
than  180  days  after  the  termination  of  the  agreement  and  (2) 
upon  a  written  request  by  Nameo  for  the  return  of  those 
rights.  (PX  10,  11)  (APP.  II.  C. ,  D.) 
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Midway  1  a  video^Garncs 

GALA XI AN  .and^PAC  _M  exceSS 

i  ngn  Midway  has  SOJ- 

25.  Since  February,  »»,  w80. 

Midway  has  sold  in  video  game 

•  the  average  production  run  ot 

112) .  Historically,  the 

„  the  order  of  1500-2000  units.  <TR 
was  on  the  oraei  by 

2k  Each  GALAXIAN  and  PAC-MAN  video  game 

_  Tn  the  GALAXIAN 

Midway  contains  several  copyright  notice  . 

of  the  copyright  notices  appears  on  the  gla 
video  game,  one  of  the  copyr  decal 

iPX  12).  Ih  the  PAC-MAN  video  game,  one  copyright  notice 
appears  electrically  on  the  video  screeen  immediately  after  a 
coin  is.  deposited  (ex  14,  TR  132,  142).  In  addition,  the 
notice  '©Midway-  appears  on  the  GALAX! AN  printed  circuit  board 
,PX  13,  TR  133)  and  the  notice  '©Midway  1980"  appears  on  the 
PAC-MAN  printed  circuit  board  and  on  each  of  its  ROM’s.  (PX 


15;  TR  121,  122) 

27,  Each  of  Midway's  GALAXIAN  and  PAC-MAN  games 
prominently  displays  the  marks  GALAXIAN  and  PAC-MAN  as  will  as 

Midway's  name.  (TR  120;  PX  12,  14) 

28.  The  Court  viewed  Midway's  GALAXIAN  game  at  the 

hearing.  The  elements  of  the  GALAXIAN  video  game  appear  on  a 
background  star  pattern  consisting  of  twinkling  colored  lights 
that  roll  from  the  top  of  the  screen  to  the  bottom.  The  game 
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•  g  rocKet  .MP  by  thS  Playet' 

involves  the  The  alien3  ate  arranged  in 

plus  a  formation  o£  enemy  are  four  denominations 

f  five  horizontal  rows.  The 

3  C°nVOY  -th  the  highest  ranking  nearest  the 

or  ranks  of  aliens,  wi  .  distinguish ing  color.  The 

f r iendly  snip.  Bacn  rant  nas  *  ^  ^  ship,  bat 

highest  ranting  alien  ship  is  s  ape  ^  alien  convoy 

the  other  <ants  have  flapping  wing  •  ^  game. 

~~  —  swoop  down  to  homo 

individual  aliens  unpr edictably 

ihp  alien  attack  involves 

the  friendly  ship.  Sometimes 

,h  e  aliens,  involving  the  alien 
miniformations  of  up  to  thr 

hle£  as  well  as  flying  alien  escorts.  Whenever  a 
flagship  or  chief,  as 

ship  is  destroyed,  a  bright  "explosion"  appears  on  the  screen, 

with  appropriate  sound  effects.  There  are  two  ba=t-up  ships 

i-hit;  first  ship  is  destroyed  by 
that  the  player  uses  after  this  nrsr  sn  y 

alien  bombs.  The  player’s  score  is  measured  by  the  number  and 
rank  of  aliens  destroyed.  A  greater  score  is  achieved  from 
destroying  an  alidn  that  is  attacking,  rather  than  an  alien 
that  is  in  place  in  the  convoy.  A  "mystery  score"  is  achieved 
for  destroying  high  ranking  aliens.  The  first  player's  running 
score  appears  in  the  upper  left  corner  of  the  screen.  If  there 
is  a  second  player,  his  score  appears  in  the  upper  right  and 
the  high  score  appears  in  the  upper  middle  of  the  screen.  In 
the  lower  right,  the  number  of  alien  convoys  destroyed  is 
recorded  and,  in  the  lower  left,  the  number  of  friendly 
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use  when 


in  reserve  for  use  when  the  alien 
spacesh ips  remaining  displayed.  (PX  12; 

attackers  destroy  the  firing  rocket  ship 


TR  14L'144)  (APP‘  V‘}  ,  PAC-MAN  video  game  at 

29.  The  Court  viewed  Midway's  PAC  man 

...  The  PAC-MAN  (or  PUCKMAN) 

the  hearing  (PX  14;  TR  145-148).  to 

video  game  requires  the  player,  using  a  single  han 

guide  the  PAC-MAN  image  about  a  maze  to  score  po 

..  Pnur  ghost  monsters.  Inky, 
munching  up  dots  in  his  path.  Four  gh° 

Biintv.  Pinky  and  Clyde,  chase  a£tei  the  PAC-MAN  trying  to 
capture  and  deflate  him.  The  PAC-MAN  can  counterattac  y 

eating  a  big  poeer  capsule  that  enables  him  to  overpower  the 

,  after  all  the  dots  are  gobbled 

monsters'  for  additional  scores.  After 

UP(  the  screen  is  cleared,  and  the  PAC-MAN  game  continues  for 
another  "round.  Each  round  or  rack  features  a  special  fruit 
target  in  the  maze,  which  if  eaten  earns  bonus  points.  A 
player  starts  with  three  PAC-MAN  images.  An  additional  PAC-MAN 
image  is  awarded  for  scoring  10,000  points.  Special  audio  and 


musical  effects  accompany  the  play  of  the  game.  (TR  145-148; 


PX  14) 


A  ) 

30.  Midway  has  extensively  advertised  and  promoted 
the  GALAXIAN  and  PAC-MAN  video  games.  Midway* s  standard 
procedure  for  marketing  a  new  video  game  includes  distributing 
thousands  of  brochures  for  the  game  to  each  of  Midway's  United 
States  distributors  (Jarocki  Aff.  ^8;  TR  117-118;  PX  46,  47). 
(APP,  I.)  Each  brochure  is  in  full  color,  and  contaii 


.ns 
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_  of  the  game  and  explicit 
.  rtispiays  of  the  name  of  the  y 

-  .< ». — - 
the  game  (PX  46,  47;  TR  117).  These  brochures,  in  tu 
used  by  the  distributor  to  advertise  and  .remote  the  new  game 
t„  the  distributor's  customers,  who  are  generally  operators 
(Jarocki  x«.  ,2.  TR  110,  111.  U7).  Midway  uses  the  brochures 

as  advertisements  in  trade  magazines,  such  as  ReElay,  May 
Meter ,  Vending  Times,  Market  Place  and  Cash_Box,  and  also  sends 

out  press  releases  concerning  the  games  (Jarocki  ’21:  TR 

112,  m,  PX  46,  47).  Midway  promotes  its  new  games  at  nation¬ 
al  and  local  trade  shows.  (Jarocki  Aff.  119,  12)  (APP.  I.) 

31.  In  addition  to  Midway's  promotion  of  the  games  in 

this  country,  the  GALAXIAN  and  PAC-MAN  video  games  have  been 
promoted  in  Japan  by  Namco,  and  each  of  these  games  has  been 
exhibited  by  Namco  at  the  Japan  Association  Trade  Show  in 
Tokyo,  Japan  (Jarocki  Aff.  ]\  19).  (APP.  I.) 

32.  Midway  has  received  unsolicited  letters  from 


members  of  the  public  specifically  mentioning  the  GALAXIAN  and 
PAC-MAN  video  games  by  name.  (PX  49;  TR  124-125)  (APP.  II.  I.) 

33.  Midway  s  GALAXIAN  and  PAC-MAN  video  games  have 
been  the  subject  of  unsolicited  news  stories  which  have 
identified  Midway  as  the  source  of  the  GALAXIAN  and  PAC-MAN 
video  games  (TR  126;  PX  48).  Midway  placed  into  evidence 
selected  clippings  of  printed  news  stories  which  were  collected 
for  Midway  by  a  clipping  service.  (TR  127;  px  48)  (APP.  II. 

H.) 


II 


,s  paC-MAN  Video  game  has  been  the  subject 

34.  Midway  s  P  recorded  on 

,  teievision  broadcasts,  which  were  tap 
of  several  tele  v  in  a  video 

„„d  edited  by  Midway's  advertising  agency 
video  tape  and  edite  ^  px  M)  (APP. 

tape  caned  "Midway  In  The  News  .  (T 

% 

35.  Replay  and  play_Meter,  two  trade  magazines  for 
the  video  game  industry  periodically  publish  the  -suits 
polls  of  Video  game  popularity.  Midway's  GALA XI AN  an 
video  games  have  been  very  highly  ranted  in  such  polls  (TR 
113-115;  PX  52-51).  These  polls  identify  Midway  as  the 
manufacturer  of  the  GALAXIAN  and  PAC-MAN  video  games.  (Id.) 


(.APP.  XI.  K.) 

36.  The  Court  concludes  as  a  matter  of  fact  that  the 
names  GALAXIAN  and  PAC-MAN  have  acquired  a  secondary  meaning 
and  that"  Midway  is  identified  by  the  public  as  the  source  of 
video  games  bearing  those  trademarks. 

37.  The  video  portions  of  the  GALAXIAN  and  PAC-MAN 
video  games  contain  design  features  which  are  non-f unct ional 
and  distinctive.  The  numerous  characters  in  the  GALAXIAN  and 
PAC-MAN  video  games  have  been  given  unique  shapes  and  coldring 
which  can  only  be  described  as  arbitrary  embellishments,  not 
essential  to  the  games'  operation.  The  characters  of  the 
GALAXIAN  and  PAC-MAN  games  are  fanciful  creations  having  no 
counterparts  in  reality.  These  characters  could  be  given  any 
imaginable  shape  without  changing  the  basic  character  of  the 
g  ame . 
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38.  The  distinctive  and  non-functional  design 

features  of  the  GALAXIAN  and  PAC-MAN  games  have  acquired  a 
secondary  meaning. 


Registration  of  Midway's  Copyr 
in  the  GALAXIAN  and  PAC-MAN_AudlOVlS^aL_WQ£-- 

39.  The  GALAXIAN  and  PAC-MAN  video  games  present  a 
series  of  images  on  a  television  monitor  and  associated 


sounds.  (TR  8;  32;  PX  12,  14) 

40.  Midway  initially  sought  to  register  the  copyrig 

in  the  audiovisual  portion  of  the  GALAXIAN  video  game  in  early 
March,  1980  (ITC  TR  514;  515;  518;  523;  679).  A  Midway 
attorney  initially  met  with  examiners  in  the  Copyright  Office 


visual  arts  and  performing  arts  groups  to  determine  what  would 
be  the  proper  form  of  deposit  to  register  the  visual  images  of 
the  game  and  also  to  determine  what  would  be  the  proper  form  of 
application  (ITC  TR  504-506;  511;  512;  ‘514;  516;  528;  558A; 

626;  639  ;  640  ;  674  ;  677).  After  some  discussion,  the 
performing  arts  division  examiner  agreed  that  a  "PA"  or 

performing  arts  application  should  be  filed  and  that  an 

4  ) 

acceptable  deposit  would  consist  of  a  video  tape  of  a 

performance  of  the  game  and  a  written  "Synopsis  of  Deposit". 

(ITC  TR  517 ,  526 ,  528,  609,  678)  (APP.  Hi.) 


41.  During  the  conversations  between  Midway’s 
attorney  and  the  Copyright  Office  examiner,  there  were  some 
discussions  pertaining  to  the  structure  of  the  electronics  in 
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.  .  (XTC  TR  515-517, 

_  are  generated .  ' 

a  how  the  images  are  y 
the  game  and  how 

523-524,  560)  (APP>  111 m)  attorney  filed  a  form 

u,  iq80l  Midway's  attorney 
42.  on  March  6,  1980,  n  and 

.  . er  the  GALAXIAN  audiovisua 

P,  application  to  regist  ^  ^  other 

deposited  a  video  tape,  a  brochure  for 

.-.u*  —  ■  —  "”iS  °f  D6P0Sl  1  ha  e 

also  £M  a  "Request  tot  Special  -aUng"  xn  order 

the  copyright  appUcaUcn  expeaitea  xn  otae 
anabla  «iO»ay  to  tile  suit  tor  infringement  of  the  copyright. 

UTC  TR  502-503,  508,  598-599)  (APP.  Ill-) 

43.  The  Copyright  Office  granted  the  application  and 

issued  "Certificate  of  Copyright  Registration"  No.  PA  59-977, 
effective  March  6,  1980.  The  Certificate  states  that  the  work 
for  which  copyright  is  registered  is  entitled  "GALAXIAN"  or 
alternatively  "Midway’s  GALAXIAN";  that  the  work  is  an 
audiovisual  work;  that  Namco  Limited  in  the  author  the  "entire 
work",  that  the  work  was  created  in  1979 ,  and  was  first 
published  in  Japan  on  September  15,  1979.  The  Certificate  also 
states  that  "Namco  Limited  assigned  the  entire  right,  title  and 
interest  in  statutory  copyright  in  the  United  States...  in  land 
to  a  certain  amusement  game  known  as  GALAXIAN....".  (PX  1) 

(APP.  II.  A.) 

44.  The  examiner  who  examined  the  application  which 
resulted  in  the  grant  of  Certificate  PA  59-977  testified  that 
he  viewed  the  video  tape  submitted  as  a  deposit.  (ITC  TR  628) 
(APP.  III.) 
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.  ,  ,  certificate  o£  Copyright 

Midwav  obtained  a  Let 

Pfl  68-323  specifically  for  the  aodroviSU 
Registration  No.  PA  68  whlch  ls  not  included 

„rk  of  the  GALAXIAN  attract  mode  <px 

„  p,  59-977,  and  also  obtained  a 
«  the  video  tape  deposit  or  83.768  £or  the 

Certificate  of  Copyright  Registration  Mldway 

audiovisual  wort  of  the  PAC-MAN  video  game  (P  ■ 
submitted  a  video  tape  and  a  written  synopsis  o 
with  the  application  that  resulted  in  each  Certifies 
copyright  Registration  (ITC  TR  537-538,  PX  4,7).  The.  facts 
recited  in  Certificate  Nos.  PA  68-323  and  PA  83-768  are  similar 

in  content  to  those  recited  in  PA  59-977.  (APP.  II.  A.;  HI.) 

.46.  The  Court  viewed  a  copy  of  the  video  tape 
submitted  as  a  deposit  (PX  2)  for  Certificate  of  Registration 
PA  59-97.7  (PX  1).  It  presents  a  performance  of  the  play  mode 
of  the  GALA XI AN  video  game,  and  there  is  a  closeup  of  the  TV 
screen  to  show  the  copyright  notice.  At  the  end  of  the  tape  is 
a  view  of  the  entire  game  showing  the  full  cabinet  bearing 
Midway’s  name  (TR  2,08;  PX  2).  The  tape  was  made  by  aiming  a 
camera  at  the  television  monitor  of  the  GALAXIAN  game  whi!J_e  it 
was  played.  Other  than  differences  in  picture  quality,  the 
audiovisual  work  on  the  tape  is  identical  to  the  audiovisual 
work  in  the  GALAXIAN  game.  The  same  is  true  of  the  video  tapes 
submitted  as  deposits  for  the  other  copyright  registrations  in 
suit.  The  Court  thus  concludes  that  the  copyright  regis¬ 
trations  cover  the  audiovisual  works  in  the  GALAXIAN  and 
PAC-MAN  video  games.  (APP.  n.  a.) 
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Beth  Peters, 


»  letters  to  Midway’s  counsel,  Mary 

■  ■  Division  o£  the  Copyright  Otiice 

Chief  of  the  Examining  requirements 

confirmed  that  on  an  ongoing  basis,  ^ 

£or  audiovisual  works  embodied  in  video  games  won 

a  video  tape  of  the  attract  and  Play  modes  of 

synopsis  of  the  work,  and  at  least  one  piece  of  identi  yi 

, ,  .  i-he  copyright  notice.  I 

material  showing  the  position  of  the 

tAPP.  II.  BO 

48.  «s.  Peters  indicated  that  where  the  work  was 

first  published  abroad  the  video  tape  could  be  made  using  the 
work  as  published  In  the  United  States,  provided  that  there 
■are  no  copyrightable  differences  between  the  first  published 

edition  and  the  United  States  edition".  (PX  9)  (APP.  II.  B.  ) 
49.  At  the  ITC-hearing,  Ms.  Peters  testified  that  the 

slight  differences  between  the  Namco  editions  of  the  GALAXIAN 
and  PAC-MAN  video  games  and  the  Midway  editions  are  not 
copyrightable  differences.  (ITC  TR  602-603)  (APP.  III.) 

50.  The  Copyright  Office’s  rationale  for  accepting  a 
video  tape  as  a  deposit  for  the  audiovisual  work  in  a  video 
game  was  expressed  by  Ms.  feters  in  a  letter  dated  July  14^ 


1981: 


"The  Copyright  Office  certainly  does  not 
want  actual  video  games  deposited  for 
registration.  Unfortunately,  under  the 
present  regulations,  there  is  no  specific 
provision  for  the  deposit  of  audiovisual 
works  embodied  in  video  games.  I  am 
therefore,  granting  your  request  for' special 
relief  on  an  ongoing  basis."  (px  9)  (APP. 
II.  B.  ) 
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t  letter  dated  August  13,  ^tU 

51*  -  *  subsequent  peter3  reitecate(i 

.  G  not  represent  Midway,  Ms. 

x-  £i™  that  dMS  a  £utther  indicated  why  the  video 

the  above  stated  rationale  and  ^  be  a 

tape  deposit  is  considered  by  the  Copyr  g  * 

suitable  for*  of  deposit  for  application  to  regrs 


copyr ight: 


"A  videotape  of  the  audiovisua  e 

embodied  in  an  ele ctr onic  v 

.  meets  the  ^aofnthe° Copyright  Office, 
requirements  of  th  PY  y  because 

It  meets  the  examination  n< ee  fore 

it  is  visually  perceptible  and  tne 
can  be  examined  for  copyr lghtab llity 
It.n meets  the  archival  needs  because  it 
is  viewable  and  certifiable.  n 
4)  (APP.  HI.) 

52.  The  Court  finds  that  Midway  did  not  mislead  the 
Copyright  Office  in  any  manner  in  obtaining  registrations  for 
copyrights  in  the  GALA XI AN  and  PAC-MAN  audiovisual  works. 

53.  The  Court  finds  that  no  fraud  was  committed  by 
Midway  in  obtaining  Copyright  Registration  Nos.  PA  59-977,  PA 
68-323  and  PA  83-768. 

54.  The  Court  finds  that  the  materials  Midway 


deposited  in  connection  with  its  applications  to  obtain 
registration  of  the  copyrights  in  the  audiovisual  works  of  the 
PAC-MAN  and  GALAXIAN  video  games  are  in  accordance  with  present 
Copyright  Office  deposit  requirements  and  also  in  accordance 
with  Copyright  Office  Policy  in  existence  as  of  the  time  the 
deposits  were  made. 


_  and  sounds  on  the 
■  j  the  images  ana 

55.  The  Court  finds  that 

for  the  GALAXIAN  and  PAC-MAN  vi  e 
video  tape  deposi  differences  in  quality, 

i  except  for  some  minor  di 

Ste  ide"tl0a  '  ds  o£  the  GALAXIAN  and  PAC-MAN  video 

with  the  images  and  sounds  o£  .the  G 


games . 

Artie  ■  s_ln£r  insfimentM- 

56.'  ^Artio  International ,  Inc.  was  formed  in  -ember, 

1978,  bs  Shih-Ming  (Sming)  Huang,  who  is  and  has  been  the 

(px  81  p.  37-39)  Artie  initially  engaged 
president  of  Artie.  •  P 

u  the  sal.  ot  integrated  circuit  chips.  (PX  .1.  P-  «'«. 


64)  (APP.  II-  Q-) 

57.  Sming  Huang  first  became  aware 

video  game  in  October,  1979,  (TR  272)  at  the 
Chicago  at  the  Conrad  Hilton  Hotel.  (PX  81, 


of  the  GALAXIAN 
1979  AMOA  show  in 
p.  253)  (APP.  II. 


Q.) 

58.  Sming  Huang  first  became  aware  of  a  speed-up  kit 
for  the  GALAXIAN  video  game  in  early  1980.  (PX  81,  p.  233- 

234  ;  PX  58)  Artie  first  began  to  sell  speed-up  kits  for  the 

/ 

GALAXIAN  game  in  September**  18 ,  1980.  (PX  81,  p.  238,  340;5PX 
65)  (APP.  II.  Q.,  M.) 

59.  Artie  first  advertised  its  GALAXIAN  speed-up  kits 
in  September  or  October  of  1980.  (PX  81,  pp.  110-112,  115-116; 
PX  58-59)  The  ad  read  in  part; 

"TRY  OUR  MEMORY  BOARDS  TO  DOUBLE  YOUR  GALAXIAN  INCOME"  . 
(APP.  II.  q.,  L.) 
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the  1980  AMOA  show  held 

-  —  ~  -  exh:;r;;  ,* «.  P.  « 

in  Chicago,  October  31  -  Novem  GAIiAXIAN 

the  show,  Artie  distributed  a  brochure 

speed-up  kit  which  read: 

"Speed  up  your  game,  ‘speed  up  your  income.  Try  o 
memory  boards  to  double  your  GALAXIAN  income." 

(PX  81,  P.  list  TX  60)  (APP.  II-  0--  L'> 

61.  .  Artie  received  a  letter  dated  October  29,  I960, 

from  Midway's  attorneys,  advising  Artie  that  it  was  infringing 
Midway's  rights  in  the  GALAXIAH  video  game,  <PX  81,  PP-  263- 
264,  px  69).  On  October  31.  1980.  Artie  was  served  with  a 
complaint  at  the  AMOA  trade  show.  The  complaint  charged  Artie 
with  infringement  of  the  GALAXIAS  copyright  and  trademark. 

(APP.  II.  Q-r  N.) 

62.  Artie  sold  a  GALAXIAN  printed  circuit  board  with 
a  speed-up  kit  to  Steven  Gore  at  the  AMOA  show.  (PX  81,  pp. 
142-145,  147-150,  167  ;  PX  16,  17;  PX  65)  (APP.  II.  Q. ,  M.  ) 

63.  After  the  complaint  was  served  there  wen 
settlement  negotiations.  (PX  81,  pp.  269-272)  Duri 

-fe 

negotiations,  Mr.  Huang  received  a  copy  of  Midway's 
infringement  policy  with  respect  to  PAC-MAN.  (PX  81,  p.  262; 

PX  68).  on  or  about  December  5,  1980,  Artie  hired  Chicago 

to  represent  it,  and  negotiations  broke  off.  (APP.  II. 

Q. ,  N.) 


:e  some 
ing  the 
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filed , 


At 


,.Q_.  the  suit  was 
,,  J„  November ,  1980,  after 

64 *  J  «  kit  to  read:  • 

.  for  its  speed-up  ki 

tic  changed  the  E  Y0UR  VIDEO  GAME 

„IM  OUR  MEMORY  BOARDS  TO  DOUBLE 

INC0ME-'  ,  text  of  the  ad  was  left 

U»  81,  PP-  369-375!  PX  71)  The  °  Kit  for  any 

—  — — a^r: ; u  .me.  «« «. 

game  by  a  specific  name  except  for 

TR  i37).  The  court  concludes  from  Artio 
p.  127;  TR  /)•  speed-up  kit  to 

advertisements  that  Artie  intended  to  sell  -P  . 

owners  of  GALAXIAN  games.  (APP.  U-  0-  0') 

65  At  a  deposition  taken  on  December  19, 

sming  Huang  could  only  identify  one  game  other  than  GALAXIAN 

Which  could  be  speeded  up  by  Attic-,  speed-up  kit  -  a  game 
called  kamikaze.  (PX  81,  p.  168)  A  KAMIKAZE  game  has  been 
held  to  be  an  infringement  of  the  GALAXIAN  copyright.  (See 
Mid  wax  -v--  J3  r  its  c  hneid.e  r  _et^_alj  (APP‘  IV‘  B,) 

66.  Artie  has  sold  upwards  of  436  speed-up  kits.  (PX 
62,  64)  The  bulk  of  the  sales  occurred  after  the  institution  of 
this  lawsuit.  (PX  62,  64)  (APP.  II.  L.) 

in  ^ 

67.  The  Artie  speed-up  kit  consists  of  a  relatively 
small  printed  circuit  board  with  five  EPROMs  on  the  top  and 
with  two  sets  of  pin  connectors  on  the  bottom.  (TR  92,  95-97; 

PX  16,  19-21).  The  two  sets  of  connectors  are  spaced  in  such 
a  way  as  to  permit  them  to  be  plugged  into  the  sockets  in  the 
GALAXIAN  mother  board  into  which  the  GALAXIAN  piggyback  memory 
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.  (TR  9lr  ^6?  ^ 

board  is  normally  pi***  ' 


26,  «  16)  ^ 


II.  E.) 


,  contain  a 

i-he  Artie  speed  P 

68.  The  EPROMS  on  in  the 


63'  The  cause  characters  in  the 

—  "  Pt0d“Ce  3  "fa"” 
character  ROMs  to  move 

G“XW  q“e-  ‘®  " ’  2  Artie  speed-up  tit  to  "speed-up" 

«■.  “  £  1  galMIM  video  game,  the  Artie 

or  modify  a  game  other  than  t  e  a  mother  board 

-  — ririrlLmother  board  must  be 

o£  another  game,  e.g-r  of  the 

„or  as  to  correspond  to  tne  v 

spaced  in  such  a  manner  have  fcQ 

a  (TR  104)  in  addition,  the  socke 

Attic  ooard.  (  lines  of  the 

_  to  the  address  and  data  lines  or 

electrically  connect  tot  ,naUaqe  used  in  the 

•  oorocessor.  Finally,  the  programming  language 

mlC  ed-up  kit  would  have  to  be  compatible 

EPROMS  of  the  Artie  spe  P 

with  the  microprocessor  on  the  mother'  board.  (TR  1 

70.  Both  the  computer  programs  in  the  ROMs  of 
Midway’s  GAL.AXIAN  piggyback  printed  circuit  board  (PX  13A)  and 
the  computer  programs  in  toe  EPROMs  in  the  Artie  speed-up 
piggyback  board  can  be  printed  out  on  paper  using  a  standard 
industry  procedure  using  a  machine  known  as  a  development 
machine."  (TR  92-94)  The  computer  programs  can  be  printed  out 
in  two  forms:  (1)  "Object  code”,  which  is  a  "machine 
readable"  form,  and  (2)  "source  code",  which  is  a  "human 
readable"  form.  (TR  48-50,  54,  55;  PX  44,  45)  (APP.  II.  F.  , 
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25  1981-  Wish  Ghosh  made  prated 

71.  0"  September  -  „idway  GALA*™" 

«-*-  of  the  source  ^  _  stoted  in  the 

iggybaot  board  (M  ««  (w  u)  _  (TR  92-94,  PX  44,  45) 

It  tic  piggyback  speed-up 


(APP.  II-  F"  G-'  .  orofessor  of  computer 

72.  or.  Thomas  DePantr,  a  prof 

•  rei tv  of  Illinois/  spent  9 

science  at  the  bnrversrty  code  o£  the  Midway 

comparing  the  printed  version  version  of 

PlWbaCk£  "  speed-up  Piggyback  board  (TR 
the  SOUrCe  COde  °  a  that  out  of  about  10,000  "bytes" 

55-60:;o;ire  :re,  there  were  only  488  differences  between 

(TR  59)  or.  DeFanti  concluded  that  there 
the  two  programs.  ITR  GALAXIAN 

1B  no  „y  a  person  could  have  generated  ...  the  Ar 

source  code  without  somehow  having  access  to  the  Midway 
GMIHM  source  code  ...  .  U)t  is  a  clear  case  of  copying 


here."  (TR  61)  (APP.  II.  F.,  G.) 

73.  The  Artie  piggyback  board  contains  instructions 

to  cause  characters  located  in  the  character  ROMs  to  mov4  in  a 
"sped-up"  version  of  the  GALAXIAN  video  game.  (TR  62,  63). 

74.  The  Court  observed  the  audiovisual  portions  of 
Midway's  GALAXIAN  game,  and  compared  it  to  the  audiovisual 
elements  produced  by  a  GALAXIAN  mother  board  having  the  Artie 
speed-up  piggy  back  board  in  place  of  Midway's  GALAXIAN  memory 
board.  (TR  138-139,  141-144;  PX  12,  PX  16,  PX  17).  This  Court 


that  when  the  Artie  speed 

had  an  opportunity  to  obs^  ^  ^  galaXIAN  mother  board, 

piggybac*  board  is  PWW  ^  whioh  the  number  o£ 

faster  version  of  than  the 

produces  a  £aste  -,ini£otmations  is  greater 

aliens  leaving  the  convo  sped-up  version  of  the 

number  in  Midway’s  GALAXIAN.  In  base  ship  at 

civ  aliens  attach 

—  *  ”l"i£°rmatl0n  ln  the  Mia«y  game,  the  maximum 

various  times,  whereas  The  aliens  in 

number  of  aliens  in  a  minlf°r  more  bombs.  Otherwise,  the 

the  sped-up  GA1AX1A,  game  -o  video 

audiovisual  content  is  identical 

game  ITR  .144)  .  ^  demonstrated  that  the  Artie 

speed-up  Payback  -ard  caused  the  character  images  of  games 
entiteld  UNIWARS  and  MOON  CRESTA  to  move  in  exactly  the  same 
manner  as  a  "sped-up"  GALAXIAN  game.  .  (TR  239-240,  244-247). 

In  fact,  the  attract  modes  of  the  MOON  CRESTA  games  were 
substantially  changed  by  inserting  the  Artie  speed-up  piggyback 


board.  (TR  246,  268,  271).  The  Artie  speed-up  board  caused 
the  words  "WE  ARE  THE  GaAxianS"  to  appear  on  the  screen  bf 
both  games  in  the  attract  mode.  (TR  246,  268,  271).  It  caused 
the  character  images  of  the  games  to  assemble  in  a  formation 
identical  to  the  formation  of  the  aliens  of  the  GALAXIAN  game, 
and  to  move  in  exactly  the  same  way  as  in  the  sped-up  GALAXIAN 
game.  (TR  239-240,  244-247  ,  268,  269  ,  271) 


Atish  Ghosh,  an  electrical  des 
76.  At  the  hearing,  ^  ^  ^  physically 

engines,  at  Midway  demonstra  e  ^  the  mother  boards 

impossible  to  fit  the  Artie  spee  C0SMXC  AVENGER 

•  „  viaeo  games : *  VENTURE  by  Extdy, 
of  the  following  vide  Atari! 

„.Mn«nD  bv  Century;  BAii^ 

by  universal;  VAN  GUAR  y  SPACE  FURY  by 

SUPER  COBRA  by  Stern, 

ASTROIDS  DELUXE  by  a  ,  (Tr95-96,  99-104;  PX 

Sega;  and  DONKEY  KONG  by  Nintendo. 

^  f  concludes  from  the  evidence  presented 

that  the  hr'tio  speed-op  piggyback  board  only  —  /  ^  ^ 
tersi.h  of  the  OhhAXXhN  video  game,  and  does  not  speed-up 

other  game. 

,  a  matter  of  fact  that  the 

78.  The  Court  concludes  as  a  ma wei 

Artie  speed-up  piggyback  board  is  not  a  staple  article  of 


commerce. 

79.  The  Court  concludes  as  a  matter  of  fact  that  the 
Artie  speed-up  piggyback  board  is  a  derivative  work  of  the 
instructions  for  the  movements  of  characters  in  Midway's 

,  _  Jb  ) 

GAbAXIAN  video  game. 

Infr i ngement  O ^_PAC-MAN  Rights 

80.  Artie  first  became  aware  of  Namco’s  PUCKMAN  game 
a  week  earlier  than  the  1980  Japan  Amusement  Association  Trade 
show.  (PX  82,  pp.  19-20;  PX  81,  p.  255)  (APP.  II.  Q.f  R.  ) 

81.  Artie  first  sold  a  PUCKMAN  printed  circuit  board 
on  November  25,  1980.  (PX  73)  (APP.  II.  p.) 
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a 

e 


tic  hss  sold  between  about  500  ana 

82.  I"  toto,  Ar  1  boards.  (PX  73'  75'  ?6> 

about  1600  PUCKMAN  printed  clrcu^boar^  droult  boards 

<app.  xx.  p.)  has  c  Boacds  ana  X.C.  CUPS  £01 

*»— “* r£m:  PAC-MAN  Is  demons^ 

hot  video  game  machines. 

a  "hot"  uideo  game.  (APP.  «"  *">  ^  boards  from 

85. ■  Artie  importe  a  boards  wet 

(Attic  dep.  PX  82,  p.  170). 
company  in  82,  p.  188)  (APP.  H-  R* } 

sold  as  is  to  customer  .  me  produced  by  the 

84  The  Court  viewed  the  eucs 

u  ,  (TR  149-150) .  The  names 

Krtic  PUCKHAN  printed  circuit  board. 

.  .  char acter s  in  the  game  produced  by  the  Artie  b 

of  the  ghost  characters 

«.  aiffeient  than  the  names  of  Midways  ghost  characters,  and 
the  Midway  copyright  notice  does  not  appear  on  the  screen  of 
the  game.  Also,  the  game  produced  by  the  Artie  printed  circuit 
board  uses  the  work  "PUCKMAN"  rather  than  PAC  MAN.  Other  than 
the  differences  mentioned  above,  the  audiovisual  elements  of 
the  game  produced  by  the  Artie  PUCKMAN  printed  circuit  board 
are  identical  to  the  audich/isual  elements  of  Midway's  PACiMAN 
video  game.  (TR  149,  150;  PX  14;  PX  18).  Moreover,  at  the  ITC 
hearing,  it  was  demonstrated  that  the  PUCKMAN  printed  circuit 
board  contains  an  error  common  to  Midway's  PAC-MAN  game.  (ITC 
Confidential  Transcript) 

85.  When  Artie  first  began  to  sell  its  printed 
circuit  boards  and  speed  up  kits,  it  wrote  the  names  of  the 
product  on  its  invoices.  (PX  73)  (APP.  II.  p.) 
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1981,  after  this  suit 

36.  Sometime  in  ear  Y  ifcfl  product  on  its 

•  ceased  writing  the  name 

filed,  Artie  cea  designation. 

nd  began  to  use  a  coo  (pX  82f  PP- 

invoices,  speed-up  ' 

87.  SP02  was  the  code  for  ciccuit 

no' for  PUCKMAN  Prl 
,  A  07  was  the  code  for  * 

ul-na,  and  p.  IX.  R-) 

boards.  IK  «•  «•  69 '  Mtic  decided  to  cease 

88.  Sometime  in  APtL  c  Boards,  and 

,  ...  different  types  o£  P-c- 

osins  its  prodoct  co  e  or  ics  equivalent  on 

«  merely  elite  the  term  P-C-  82,  pp.  116, 

.  fM  the  sale  of  PUCKMAN  P.C.  boards, 

invoices  for  tne 

xn,  (APP.  II.  *•'  o,s  sale3  of  the  PUCKMAN  P.C. 

39.  The  majority  o 

:  .  after  the  amended  and  supplemental 

boards  have  taken  P  x  73,  75,  76) 

complaint  was  filed  on  December  10, 

(.APP.  XI.  *■)  . 

90.  Artio  sells  printed  circuit  boards  for  about 

thirty  different  types  of  names.  (ex  82,  p.80)  (APP.  II.  *•  > 

91.  The  sale  of  speed-up  kits  is  not  a  very 

substantial  part  of  Artie’s  business.  (PX  82,  pp.  155-156) 

fo  } 

(APP.  II-  R-) 

92. The  Court  finds  that  Midway  is  suffering 
irreparable  harm  as  the  result  of  the  sale  by  Artie  of  GALAXIAN 
speed-up  kits  and  PUCKMAN  printed  circuit  boards. 
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C0NCL0SIO«S„OF_Ui'! 

""  _  t-hp  parties 

.  h,s  -iur  isdict  ion  over 

1.  The  Court  has  ju  u21. 

28  U.S.C.  §1338,  15  ».S.C 

*■  subject  matter .  Court  0h  Midway's 

2.  This  action  is  befor 

Motion  for  Preliminary  Injunction.  anted  where 

3  *  preliminary  injunction  should 

3 •  ^  -  Qiircess  on  tn6 

,  mi  likelihood  of  succes 

.  has  demonstrated  (1)  lLK 

the  movant  has  aemu  issued, 

ki„  harm  if  the  injunction  is  not 
merits,  ill  irreparable  harm  lainti£f, 

,  balance  of  hardships  tips  toward  the  P 

O'  thC  balin  .  ln  the  publlc  interest.  See 

and  w  gr  anting  the  injunction  is 

F  2d  837 ,  841  (7th  Cir.  1974);  Helene 

Banks  v^JIraxnor,  525  F.2d 

Tnc  v  Church  &  Dwiaht^Co^,  560  F.2d  1325, 

rnrtis  industries ^nc^r^jv - 

^330  pith  Cir  .  1977),  I^r,nium.h„.titrustUtiaatipn , 

F.2d  1248,  1261  (7th  Cir.  1980). 

«^*T 


A.  Likelihood  Of  Succ ess_0n__The_Merits  ; 

Copy r_ic[ht  n  f_r  ingement 

4.  Copyright  infringement  is  established  by  proving 

two  elements:  Midway’s  ownership  of  the  copyright  and 

unauthorized  copying  (in  the  form  of  reproduction/  adaptation/ 

&  ) 
public  distribution,  public  performance  or  public  display)  by 

de f endan ts .  Sid  &  Marty  Krofft  Television  v.  McDonald's  Corp. 

562  F.  2d  1157,  1162  (9th  Cir.  1977)  ;  Reuben  H.  Donnelly  v. 


Guides  to  Multinational  Business,  193  U.S.P.Q.  791,  792  (N.D. 
Ill.  1976).  3  M.  Nimmer,  Nimmer  on  Copyright  (hereinafter 

"Nimmer")  Section  13.01,  p.  133,  and  Section  8. 02 [A],  Section  8 


21  (1979). 
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restraining  orders 

nr anted  temporary 

5.  courts  ha'’e  infringement  of  copyright. 

-  -eu“inatY  iniun;:r:  " ana 

ln  the  audiovisual  worhs  1|ia*ttJ!fil._Coti 

other  legitimate  manufacturers.  81)  .  MidwaiJ^t 

a  o i  n-243  (D*  Neb./  ' 

Sdssassasr-s^'  So  ^hb_e^au.  81-320-Or! 

M.D.  na„  7-8-81)  ; 

Civ.  7,  81-m-0rl  CIV  T  (=°"= 

et 

iQftiN-  Midway  Mf 9  *  .QQjl - - — 

^D.Krxz.  1981).  MX - £_-^~  Midway 

al  civ.  no.  81-1486  in  ID.  Mass.  1981).  «— 

■  ,  serv  ice  et  al .  ,  Civ.  Mo.  81  676  (D.  Arts.  1981). 
^InaHSt^xa^Seryice -  civ.  No. 

Midway  J4fg.._COi _ v jmj?J2JAaA  _Games_?_ __nc^,_ 

B1-049S  ID.  Utah  1981);  Midwa^J^ 

.  et  al  civ.  NO.  81-0285  (D.  Hawaii  1981)  ;  Wrllxams 

Corpoc  ati^on  st 

.  _  ri  1  852  (D.N.J.f  6-24-81); 

V  Artie  international ,  Inc,  et  al^,  81  1852  ID. 

Stern_lnc._v._MuJ^  8°-C-324'8  ^-D-N*Y-'  5-22-81); 

Cinematronics.  Inc,  v.  K.  Noma, _et_al .. ,  No.  Civ.  81-439  PHX-EHC 

(D.  Ariz.,  5-22-81).  .  (Copies  in  Appendix,  Tab  IV) 

6.'  As  recognized  by  the  Fifth  Circuit  Court  of 

It  ) 


Appeals, 


"Preliminary  injunctions  are  a  common  judicial 
response  to  the  imminent  infringement  of  an  apparently 
valid  copyright."  Dallas  Cowboy  Cheerleaders,  Inc.  v. 
Scoreboard  Posters,  Inc.,  600  F.2d  1184 ,  TT87~f5th 

erf:  i97?) .  " 

7.  Under  the  1976  Copyright  Act,  17  U.S.C.  Section 
101  et  seq.,  a  certificate  of  coovriahi-  raniofr.^^. 


certificate  of  copyright  registration: 
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^  c  vh  6 

facie  evidence  o  d  in 

;isxlSfty 

-UP. OP.-  •  certl£icateS 

-  ~  -  —  *■  ks 

establish,  ^  ana  PAC-M*.  «»t  *»•  «* 

anliovisnal  —  lp>  ^  ls  the  author,  ana 

are  original  works  works  to  Midway. 

,  4-h<3  roPYti9^ts  in  ttie 

that  Namco  assigne  v.  Dr  i£schneider__et 

<"*•  «,  «.  ««■  '  •  -  -There  is  no  evidence  to  the 

_  slip  op. 
al._>  su£r_a,  buy  * 


contr  ary • 


..  _  _3  ~  «.  pQr'f  i  on 


protection  subsists  in 


'original  works  of  ^^tnLn'ofla’Jerde^oped? 
rEdoiVicheSreJ8c«  be  P-cehived,rrecProduced,tOrthe 
otherwise  communicated,  e  k  f  authorship 

ExS.*  Mrp^i  •*»«  — — 

works . "  17  U.S.C.  Section  102(a). 


-\  n 


ThP  PV1 


clear lv  shows  that  the  audi 


works  in  the  GALAXIAN  and  PAC-MAN  video  games  are  susceptible 
to  copyright  protection  under  this  standard  and  in  fact  are  the 
works  protected  by  the  registered  copyrights  in  suit.  (F/F  40, 


42,  43,  45,  46). 

11.  The  registration  certificates  for  GALAXIAN  and 
PAC-MAN  establish  prima  facie  that  the  work  protected  is  an 
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„  45)  Audiovisual  works  are 

•  n  (F/F  43 ,  45) • 

-audiovisual  work.  < 

de£ined  1 '"works  ^ 

nature 

S  isgfu-  “  “gr  ln 

are  empaled.  «  U.S.C.  SI 

,  .  ,  imaaes-  that  appear  on  the 
It  is  the  "series  of  related  -9  garaes  a„d  the 

television  screens  o£  the  GALAXIAN  an  constitute 

_  from  the  games  that  cun 

associated  sounds  which  emanate  from  *  o£ 

1  „rks"  in  the  games.  Because  the 
the  "audiovisual  works  in  the 

related  images  ...  impart  an  impression  o  mo  i  , 

.  .  si  works  in  the  GALAXIAN  and  PAC-MAN  video  games 

audiovisual  worKs  mu  .  - 

.  «  ao  t-hat  term  is  defined  in  1/ 

constitute  "motion  pictures  as  that 

U.S.C.  §101. 

12.  The  evidence  shows  that  the  Copyright  Act 
requirement  that  a  work  be  "fixed  in  a  tangible  medium  of 
expression"  is  met.  Expert  testimony  established  that  the 
images  which  appear  on  the  screen  of  the  GALAXIAN  and  PAC-MAN 
video  games  are  permanently  fixed  in  "character  ROMs"  (rea)d 
only  memories)  located  on  the  printed  circuit  boards  for  the 
games.  (F/F  9).  The  instructions  which  cause  the  images  to 
move  on  the  screen  are  permanently  fixed  in  a  set  of 
"instruction  ROMS".  (P/F  10)  .  In  the  attract  mode  of  the 
,  games,  the  images  move  in  a  repeating  predetermined  manner 

/  always  the  same.  (P/F  11).  In  the  play  mode,  the 


^  r\ 


finite  (but  enormous)  number 

appear  on  the  screen  in  a  and  which 

images  appea  the  instruction 

of  sequences  which  are  t*«<  manipulation  of  the 

_  limited  manner  to 

ate  responsive  „ .  Expert  testimony 

game  controls  by  a  player.  duplicate  the  exact 

established  that  it  a  player  were  ^  „ould  mQve 

t  Alc  the  images  on  cue 

movements  of  the  controls.  ^  CTidence,  which  rs 

*»  **  ““  rit  the  —  and  P*C-MM 

unrebutted .  ‘  ^  ^  electronic  circuitry  of 

audiovisual  wor  s  a  tecogni*ed.  hccord.  Midway 

the  game,  as  other  v ^Kaufman.  Slip. 

o.^chneidet,  supa.  »‘P'  at - 

OI>'  at  6'w.  The  fact  that  the  images  appear  to  move  in 

„  nlaved  is  not  relevant 

different  sequences  each  time  a  game  rs  playe 

to  the  issue  of  fixation  of  an  audiovisual  wort.  Indeed,  it  is 
contemplated  in  11  U.S.C.  5101  that  an  audiovisual  wort  may  be 
•performed"  by  ‘’[showing]  its  images  in  any  sequence". 

14'.  From  the  foregoing,  it  is  clear  that  the 

M  ) 

audiovisual  works  in  the  GALAXIAN  and  PAC-MAN  video  games  are 
copyrightable  subject  matter  under  17  U.S.C.  §102(a).  In 
addition,  it  is  clear  from  the  evidence  that  the  audiovisual 
work  covered  by  the  copyright  registrations  is  that  of  the 
\  GALAXIAN  and  PAC-MAN  video  games.  Midway  v.  Dr  ikschnedder.  r 

'  supra,  Slip.  op.  p.  13. 


ghts 


(1) 


•  the  exclusive 

,  „  s  c  §106,  Midway  envoys 

Under  17  U.S.C.  S 


tO  pLOUU^  -  , 

»  prepare  derivaUve  worts  on 

copyrig^ted  work; 


copyrighted  worN'  „£  the  copyrighted  wor, 

,,,  x.0  distribute  copies  ...  transfer  of 

to  the  public  by  saleacr  ^  lending, 

ownership,  o  Y 


(4) 


ownersii^r  -  nt-her 

in  the  case  of  ...  %£? Sf ighted 

audiovisual  works,  to  v 
work  publicly- 


WU  LIX  t' -  -  *|  .* 

^  direct  proof  of  copying  is  rare  y 
16.  Because  direct  v 

.  „  .  a  finding  of  copying  from 

available ,  "courts  have  perdrt  e  ^  ^righted  wort 

vHat  the  defendant  had  acce 

”TZ  th  wort  is  substantially  similar  to 

**  - *■  ° 

both  elements  is  present  here. 

n.  erooE  of  access  consists' simply  of  proving 

defendant  or  its  supplier  had  "the  opportunity  to  copy."  3 

Simmer  Section  13. MW.  P-  13-1»-  Ia  that  ”9ar6'  Arti°'S 
president  admitted  that  Artie  began  selling  PUCKMAN  printed 

circuit  boards  after  he  first  became  aware  of  the  Namco  PUCKMAN 
game  in  Japan  (F/F  80,  81)  ;  and  first  became  aware  of  the 
GALAXIAN  speed-up  kit  several  months  after  he  became  aware  of 
Midway’s  GALAXIAN  video  game.  (F/F  57,  58). 

18.  The  fact  that  Artie  first  began  selling  GALAXIAN 
speed-up  kits  and  PUCKMAN  printed  circuit  boards  after  Midway's 
GALAXIAN  and  PAC-MAN  video 


n ^mo d  K 


,  a  reasonable  opportunity 

also  establishes  access  by  p.  13-12.  *  th. 

ITC  hearing.  in.Mid„ay's  PAC-MAN  ^  ( 

contains  an  error  appe  ,s  „rk  by  Artie's 

84)  .  This  confirms  access 

supplier.  3  Simmer  Section  13.021B  ,  P-  untebutted 

19.  •  «  the  hearing  before  thrs  Court, 

expert  testimony  was  introduced  to  esta  „source  code")  in 

instructions  fin  the  form  of  — er  pr  g  _ 

,  .v,0  Ctr tic  GALAXIAN  speed-up  Kit 

the  E880HS  of  the  instructicn  ROMs  of  the 

derive*  from  the  instructions  of  the  ins  ^  ^ 

««.».  piggyback,  printed  circuit  board. 

direct  evidence  of  access. 

20.  ^  was  observed  by  this  Court,  the  audiovisua 

features  of  the  "PUCKMHT  video  game  produced  by  Artie's 
.pucKMAR"  printed  circuit  board  are  virtually  identical  to 
those  of  Midway’s  PA.C-MAN  video  game.  (F/F  84).  In  this 

regard,  the,  observation  of  the  Court  in  Midway  Mfg .  Co.  v . 

.  **  .  5 

Pr  ikschneider ,  supra.  Slip.  op.  18,  19,  with  respect  to 

similar  evidence  is  apposite: 

"It  cannot  be  overemphasized  that,  in  virtually  every 
detail,  the  defendants'  games  are  identical  to  the 
plaintiff  See  £>id  &  Marty  Krofft  Television  v. 

McDonald '_s  Cor£^,  supra,  562  F.2d  at~ll64.  See~aIso 

Mint_CorEl_v^National  Wildlife  Art  Exchange, 
J  SJPr a ,  675  F.2d  at  65-66. - 

aonear1ani0n  f  sPecific  similarities,  the  overall 

oblervpr  °  e  garae  is  identical.  A 
observer,  comparing  the  overall  appearar 


reasonable 


,  hhp  defendants’  games 

games,  could  on]Y  ideas ,  but  capture  the 

not  only  copy  pi®  pxoression  of  those  ideas.  See 

plaintiff's  unique  express  Inc.  v.  Tomv  Cor^, 

generally,  Durhamln d ustr 

supra,  630  F.2d  at  911^13 ' “56Tf.  2d  at 
Teljv  i  s  i  on  vJj^aldsC^,^  Salkeld,  511 
1164-65;  v. 

F.2d  904  ,”907^  908-097T3d~Cir7^1975W^M£  1304  fE.  D. 

Prpntice-Hall ,  Inc^,  486  F.  pp  .  v  woll-Made  Toy 

^^580-)Tlon£EaiLJn4^±li|^ - 

Manufacturing,  supra,  479  F.  Supp. 
in  light  of  the  foregoing 

plaintiff's."  (Emphasis  supplied) 

2i.  The  sale  of  PUCKMAN  printed  circuit  boards  by 
Artie  directly  violates  Midway's  exclusive  right  under  17 
U.S.C.  Section  106(3)  "to  distribute  copies  ...  of  the 
copyrighted  work  to  the  public."  The  PUCKMAN  printed  circuit 
boards  are^"copies"  of  the  PAC-MAN  audiovisual  work  under  17 
U.S.C.  §101,  because  they  are  "material  objects  ...  in  which  a 
work  l PAC-MAN]  is  fixed  ...  and  from  which  the  work  can  be 
perceived  ...  with  the  aid  of  a  machine." 

22.  Artie  has  contributed  to  the  infringement  by 
others  who  assemble  the  printed  circuit  boards  into  complete! 
video  games,  because  such  complete  video  games  constitute 
copies  "from  which  the  work  can  be  perceived  ...  directly", 
thus  violating  17  U.S.C.  Section  106(1).  m  addition  Artie 
has  contributed  to  and  induced  the  asse»bly  and  pertorraance  by 
others  tor  protit  ot  copies  ot  Midway  PAC-MAN  audiovisual 
-or*,  violating  1,  U.S.C.  Section  404,1,  and  (4).  Indeed,  the 
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■  of  Video  games  which  incorporated 
assembly  and  operatron  of  vrd  ^  enjoined  ln 

attic’s  PUCKMAN  printed  circuit  boar 

Midwal_ii_522c-5SS^J_Si-^c'  6  o£  lts  june 

23.  As  this  Court  recognized  on  p  g 

2  1981,  MEMORANDUM  OPINION,  "there  does  exist  a  cause  of 

.  Of  a  copyright.  Gershwin 

action  for  contributory  infringement  of  copy 

aauhta  corn.  V  cglgbi^^s^^  F' 

1159,  1162  (2nd  Cir.  1971),  Universal  Studios,  Inc.  v-  Song 

Corp.  ,  480  F.  Supp.  429  (C.D.  Cal.  1979). 

24.  The  evidence  produced  by  both  sides  at  the 

hearing  removes  any  doubt  there  might  have  been  about  the 
nature  of  the  speed-up  kit  sold  by  Artie.  The  evidence  shows 
that  the  speed-up  kit  is  a  small  printed  circuit  board  bearing 
five  EPROMs  which  contain  instructions  in  the  form  of  computer 
programs  for  a  "sped-up"  GALAXIAN  game  (F/F  67,  68).  The 
speed-up  kit  was  initially  advertised  by  Artie  to  "speed  up" 
the  GALAXIAN  video  game  "to  double  your  GALAXIAN  income"  (F/F 
60)  ,  and  although  Artie  subsequently  deleted  reference  to  the 
GALAXIAN  mark  from  its  ads  after  this  suit  was  filed  (F/F  64)  , 

Artie  never  advertised  its  speed-up  kit  for  any  other  game  by 
name.  (F/F  64) . 

25.  This  Court  observed  that  when  the  Artie  speed-up 
Piggyback  board  is  plugged  into  a  GALAXIAN  mother  board,  it 
produces  a  faster  version  of  GALAXIAN  in  which  the  number  of 
aliens  leaving  the  convoy  is  larger  than  in  Midway's  GALAXIAN 


,  ( F /F  74)* 

and  the  aliens  in  the  convoy  drop  to  Midway’s 

•he  audiovisual  conten 
Otherwise,  the  auaio 

GALMUM  video  game-  Id.  liable  as 

»■  Qn  this  evidence,  alone,  — 

.  f  se£  for  the  infringements  and  u 

a  jornt  tort  teaser  p  ^  by  its  customers. 

resulting  from  the  use  o  222  U  S  55.  62-63 

as  stated  in 


(19U)  : 


"The  defendant  not  onlJ£e*£®Cf or  dramatic 

advertisement  the  use  of  its  trims ^  ^  most 

reproduction  of  the  story.  could  be  used  and 

conspicuous  purpose  for  which  tneyc  If  the 

the  one  for  which  especially  they  were  m  it 

defendant  did  not  contribute  to  the  in  y  fche 

iL^^^^^l/ulbiron^rScSles^Jcognized  in 
every  part  of  the  law. 

27.  On  pages  18  and  19  of  its  June  2,  1981, 
MEMORANDUM  OPINION,  this  Court  recognized  that  if  the  Artie 
speed-up  kit  produces  a  derivative  work'  of  the  GALAXIAN  game, 
its  sale  by  Artie  would  violate  Midway's  right  to  make  a 
derivative  work  of  the  GALAXIAN  game,  unless  Artie's  speed-up 
kit  could  be  "used  on  a  multitude  of  electronic  games."  The 
evidence,  however,  shows  that  the  Artie  speed-up  kit  is  capabl 


only  of  producing  a  sped-up  version  of  GALAXIAN.  (F/F  75-77)  . 
Under  no  circumstances  could  the  Artie  speed-up  kit  be 
described  as  "a  technological  breakthrough  of  general 
utility."  (June  2,  1981,  Opinion,  p.  20).  Artie's  speed-up 
kit  is  physically  incompatible  with  the  circuitry  of  most  video 
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'yr  ce  a  version  of  the  sped-hP 

(F/F  76),  and  can  only  pC°  boardS  with  which  it 

games  (?/*  „vinted  circuit 

galaxian  game  »»  those  ^  not  by  any  means  a  stap 

compatible.  (»/»  69’  7‘^  ^  is  de£i„ed  in  Universal 

arti°le  °£  ^'^coaoatfbn^ua^'  430  F'SUPP‘  4M' 

StydioSj-iS^t-31" - 7~7  Dawson  Chemical_Coi' 

•t  «•  -  -  *“  «».  BS*!- 

599  F-M  ^  t5th  Cir‘h1979)'tirclear  that  the  Artie  speed-up 

,  inl  c  ct.  40.  Thus,  it  is  ciea 

— "  k  o£  Midway 1 s  GALAXIAN  audiovisual  wort, 

Xit  is  a  derivative  wor  violative  o£  Midway’s  rights 

and  its  sale  should  be  enjoine  a 

nnder  17  U.S.C.  Section  106(2)  and  (4). 

28  Midway’s  deposit  o£  videotapes  was  proper  un  er 

an,  construction  o£  the  law.  Although  17  U. S. C.  S40S (b,  <3, 

that  the  deposit'  tor  worts  such  as  the  GALAX  I  AN  and 
requires  that  the  aeyu 

•  t.  vet  fire,!-  nublished  abroad,  shall 
PkC-MM  video  games,  which  we 

constitute  "one  complete  copy  ...  as  so.  published,  ■  the 
copyright  office  has  taken  the  consistent  positron  that  . 
not  want  actual  video  games  or  other  bulk,  three  dimensional 
works  tor  deposit  because  of  the  storage  problems  that  the 
tulky  machine,  would  create  2  Niger  on  copyright,  , 

S7.17  iEH21(d),  P-  7-139  (1981).  (FA  50.  51).  The  deposit  of 
videotape  -copies"  or  -identifying  material"  of  each  of 
Midway's  game,  was  in  compliance  with  this  policy.  (F/F  47-49) . 

29.  To  formalize  the  propriety  of  videotape  deposits 
in  lieu  of  game  units,  Midway  secured  “special  relief"  through 
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this 


I 

\ 


/ 


/ 


X  .  0£fioe  Bpe=mcallV  appr°vin9 

a  letter  fro.  the  Copy‘S  ight  Office  has  applied 

a-,  50)  ,  and  the  Copyi  y 

practice  <r/r  47,  48,  »  ^  ^  Mid„ay.  „/,  51). 

this  requirement  to  compa  ^  conclusively  shows 

.  a  the  ITC  hearing  conclusiv  y 

The  evidence  deveioped  at  th  ^  Copyright  office 

that  it  has  been  the  consistent  pol  Y 

its  for  video  game  registrations, 
to  accept  videotape  deposits 

(F/F  47-51,  54) .  Thus,  actual  Copyright  Office  practic 

confirms  the  propriety  of  Midway's  deposits. 

30  Testimony  at  the  ITC  hearing  establis  e 
there  are  no  "copyrightable  differences"  between  the  U.S.  and 
foreign  versions  of  the  GALAXIAN  and  PAC-MAN  video  games. 

49).  Thus,  the  requirement  that  the  deposit  be  of  the  first 

£  -c.  +-he  Copyright  Office  is 

foreign  edition"  has  been  met  as  far  as. th 

concerned.  . 

31.  Even  if  there  were  some  minor  deficiencies  in  the 
deposits ,  it  would  provide  no  defense  to  Artie,  because  "mere 
technicalities  are  not  allowed  to  cut  down  the  benefits 
conferred  by  the  Certificate  of  Registration."  Johnson^ 
Salomon,  197  U.S.P.Q.  801, ,820  (D.  Minn.  1977).  See  also  } 
Freedman  v.  Milnag  Leasing  Corporation,  20  F.Supp.  803,  804 
(S  D  N.Y.  1937)  ("It  will  not  do  to  be  overstrict  as  to  the 
technicalities  of  the  Copyright  Act") ;  Champion  Map  Corporation 
f.  Twin  Printing  Co.,  350  F.Supp.  1332,  1335  (E.D.N.C.  1971). 
Similarly,  there  is  a  reluctance  "to  allow  a  barefaced 
infringer  to  avoid  liability  by  invoking  an  innocent  deviation 
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\ 

v  >  f  the  w — -  *- the  r1;::;, 

.  ,.he  letter  of  th  „  Johnson*  i - 

from  tne  ,  public*  — - - 

•  ^irP d  him  or  tne  r 

_  mve  preju^ice 
degree  nave  f  j 

U.S.P.Q.  <“  821-  .  .  t  to  prove  at  the  ITC  hearing 

32-  Although  Mtic  sou  ^  obtaining  its 

•  i  a  i-hp  Copyright  Orr 

-at  —  somehow  misled  the  W  ^  g„e,  lt 

first  copyright  registration  52,  53)  .  On 

produced  ho  huidence  to  support  its 

the  contrary,  the  evince  shows  that  —y  s  V 

11  advice  from  the  Copyright  Otrice 
counsel  initially  sought  advice  it  to 

,  b  the  proper  form  of  application  an 
»nat  would  he  the  pr  ^  q£  lBages  appearing 

register  Midway's  copyright  in  t  4„-„4,  . 

on  the  screen  of  Midways  CM**™  video  game.  .  / 

Midways  counsel  discussed  the  matter  with  copyright  Office 
examiners'  in  the  visual  arts  division  and  in  the 
erts  division.  (FA  40, .  It  was  the  performing  arts  divlsl 
examine,  who  suggested  that  .  performing  arts  application 
should  he  filed  and  a  videotape  submitted  as  a  deposit.  ( F/F 
40)  .  His  reasons  for  suggesting  the  deposit  of  the  videotape 
are  immaterial.  Sta^ar^^ina  ^65 

F.Supp.  134,  135  and  passim  (N.D.  Ill.  1973). 

33.  It  is  ludicrous  to  argue,  as  Artie  has,  that 
Midway’s  actions  concerning  the  deposit  of  a  video  tape  in  the 
Copyright  office  constituted  fraud,  when  the  evidence  shows 
that  the  copyright  office  ha.  adopted  a  general  policy 
requiring  video  tapes  to  be  deposited  as  identifying  materials 
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letter 


from 


the 


=»  lette  l  - 

y  As  stated  m  a 

„r  •«*»  <F/F 

— "  -““I  of  the  audiovisual  woe k^embodied^i” 

2  e-C  o  jo  video  S/eetShe  clgbt 

S;?i£?bl« L.S  theEibleiand1  therefore  can  he 

it  is  visually  PerceP  hnitv  It  meets  the 

examined  for  “K^us^it  is  viewable  and 

archival  needs  b  (F/F  51)  . 

certifiable. 

Trademark  Infringement 
Una  unfair  Competitio_ 

34  GALAXIAN  and  PAC-MAN  are  fanciful  ma 

words  are  —  and  do  not  surest  or  describe  th^ood^to 

which  they  -are  applied. 

s  Inc  523  F. 2d  187,  192  (9th  Cir.  1975), 
cosmetics ,  I_nc_;_,  .  rin-,n 

q  ct.  1110,  47  L.Ed.  317  (1976), 

denied,  42.9  U.S.  913,  • 

.  ,  Inc  v.  KaufMjn^Uli,  su£ra.  Slip.  op. 

Stern  Electronics,  Inc<  - - - — 

p.  10-12. 

J5.  Because  the  two  marts  are  distinctive,  to 
establish  trademark  status  midway  seed  only  demonstrate  U>  its 
prior  and  continuous  u..,e  of  the  OMAXIM.  and  PAC-.MAN 
trademarks  and  12)  likelihSod  of  confusion.  WCBK  Educational 
......a.  v.  Penthouse  Intern,.,  •»£*■.  «3  P.  Supp.  at  1349-1350. 

in  particular,  proof  of  secondary  meaning  is  not  required. 

Millet  Brewing  Co.  v.  G.  Heileman  Brewing  Co.,  561  F.2d  75,  79 

(7  Cir .  1977) . 


36.  However ,  there  is  ample  proof  of  secondary 
meaning  in  the  two  marks  even  if  proof  of  same 


w ptp  rpauired 


^  .The  b.aic  element  of  SS??"  “sSlS'th* 

mental  recognition  ™  connected  «  „ 

buyers'  fr»‘  °r“|  “  this 

symbol  or  dev  *  As  recognize  defined  as 

— -  - — -  ^:;/ :  2d 

el^read  sates  and  adyertising.  Levi_Strauss,  - 

rviirited  news  coverage  ,  Har  legu — 
at  821,  evidence  of  unso  ,50  (2d 

Enterprises  ltd,  v  GulLUiMtern_cor^,  F'2 

- ^ -  j  inters  from  members 

Cir.  1981),  and  evidence  of  unsolicited  letters 

...  A11  of  these  different  types  of  evidence  are 

of  the  public.  AH  or  uleo 

.  (F/F  25  30-36)  .  On  the  present  record,  there 

present  here.  (F/F  ^ 

ean  be  no' question  that  the  CAIAKIM  and  PAC-MAN  marks  have 


acquired  a  strong  secondary 


rrv^a  an! 


38.  Midway's  prior  and  continuous  use  of  the  GALAXIAN 
and  PAC-MAN  trademarks  is  supported  by  the  evidence.  Shortly 
after  it  acquired  rights  in  the  GALAXIAN  and  PAC-MAN  games, 
Midway  began  selling  the  GALAXIAN  and  PAC-MAN  video  games  in, 
the  United  States.  Midway  acquired  by  assignment  whatever 
rights  Namco  had  in  the  GALAXIAN  and  PAC-MAN  trademarks  in  the 
United  States,  (F/F  20,  22).  In  its  June  2,  1981  MEMORANDUM 
OPINION,  this  Court  recognized  that  Midway  had  introduced 
substantial  evidence  that  it  owns  the  marks  in  question.  No 
evidence  has  been  offered  to  rebut  evidence  of  Midway’s 
owner  ship. 
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"i. 


.  arqued  that  others  have 
30  Although  defendant  has  argue 

there  is  no  evidence  that 
used  the  GALAXIAN  and  PAC-MAN  mar  ,  at 

any  of  these  uses  was  prior  in  'time  to  Midways  use. 
best,  defendant  has  introduced  evidence  that  others  are 
infringing  Midway’s  rights.  But  evidence  that  others  are 
infringing  Midway’s  rights  is  irrelevant  to  the  question  of 

Artie’s  infringement.  TischJIot^^ 

Inc. ,  350  F. 2d  609,  614  (7th  Cir.  1965). 

40.  Artie  sells  its  GALAXIAN  speed-up  kit  with  the 

intent  that  it  be  used  by  operators  of  GALAXIAN  video  games  to 
"double  your  GALAXIAN  income."  (F/F  60).  The  result  intended 
by  Artie  is  that  video  game  cabinets  which  prominently  display 
the  names  GALAXIAN  and  Midway  -  as  do  all  the  GALAXIAN  games 
which  Midway  has  sold  -  will  contain  a  game  which  differs  from 
that  which  was  sold  by  Midway.  But  the  members  of  the  public 
who  play  such  games  have  no  way  of  knowing  that  the  "sped-up" 
GALAXIAN  differs  from. the  game  sold  by  Midway.  Thus  likelihood 
of  confusion' (and  trademark  infringement)  is  inevitable. 

41.  The  facts  are  strikingly  similar  to  those  in 
Bulova  Watch  Co.  v.  Allerton  Co^,  328  F.  2d  20  (7th  Cir. 

1964)  There  the  defendants  sold  watches  which  contained 
Bulova  watch  movements  in  defendants*  watch  cases.  The  Court 
of  Appeals  held  that  the  defendants  should  be  enjoined  from  the 
use  of  the  trademark  Bulova  on  the  recased  watches.  That 
Court's  reasoning  is  applicable  here: 
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ffcrpnt  crown  and  case 
•TM  =‘“>f“fi«u?tsain1a  ai££e«nt  Product. 

noeionger  ,  Bulova  »a£ch  . 

F.2d  at  23.  * 

42  Coin  operated  video  games  are  publicly  opera  e 
for  profit.  Midways  reputation  and  goodwill  associated  with 

its  name  and  marks  transcends  the  immediate  sale  of  its  9 
to  distributors.  Midway's  reputation  and  good  will  depend  upon 
the  acceptance  of  its  products  by  members  of  the  public  who 
play  the  games.  To  permit  the  sale  of  kits  to  modify  Midway 
games  places  Midway’s  reputation  in  someone  else's  hands. 

That,  in  itself,  is  irreparable  injury  and  is  reason  to  issue 
an  injunction.  AMF,  Inc,  v.  Sleekcraft  Boats,  599  F.2d  341, 
353-354  ( 9Cir .  1979). 


43.  Artie  has  advertised,  "We  sell  p.c.  boards  ... 
for  Hot  Video  Games."  (F/F  82).  Midway's  PAC-MAN  video  game 
is  undeniably  one  of  the  hottest  games  on  the  market.  Artie 
has  sold  a  printed  circuit  board  under  the  name  PUCKMAN  which 
produces  a  game  identical  to  Midway's  PAC-MAN  game.  (F/F  81, 
82).  The  mark  PUCKMAN  is  virtually  identical  in  sight  and  ) 
sound  to  PAC-MAN,  and  there  can  be  no  question  that  its  use  on 
identical  products  is  likely  to  cause  confusion. 


A.  Product  Simulation  In  Violation 
Of  Lanham  Act  Section  43(a) _ 

44.  Section  43(a)  of  the  Lanham  Act,  15  U.S.C. 

Section  1125(a),  provides  in  relevant  part  as  follows: 

"Any  person  who  shall  affix,  apply,  or  annex,  or  use 
in  connection  with  any  goods  or  services,  or  any 
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,c  a  false  designation 

«  "STSS:  SscSp^in  -  representation. 

r.'.°;;rx.s  »z« «  r^u  action 

into  commarcc,  •••  ^  ,  ,  ■  ves  that  he  is  or  likely 

...  by  any  person  **o  belt  faise  description  or 

be  damaged  by  the  use  or  any 

representation • 

45.  This  section  is  "clearly  remedial  and  should  be 
broadly  construed."  CB^c^r^Erinabo^Intern^ecc^, 
429  F.  Supp.  563,  566  (S.D.N.Y.  1976). 

46.  The  elements  o£  a  Section  43(a)  violation  in  a 

case  involving  video  games  are  as  follows; 

"a)  that  the  plaintiff  S  games  featUres  have 

design  features;  (2)  that  tnese  y  defendants' 

supra,  Slip.  op.  21. 

47.  The  design  features  of  the  visual  images  in  tne 
audiovisual  works  of  Midway’s  PAC-MAN  gams  include  innumerable 
nonfunctional  features,  including  all  of  the  colors,  shapes  and 
movements  appearing  on  the  video  screens  of  tne  game.  (F/r 
39-40).  Imitation  of  these  features  in  a  game  similar  to  that 
produced  by  Artie's  PUCKMAN  printed  circuit  board  was  held  to  ) 


violate  Section  43(a)  in  Midway  Mf( 


supra,  slip.  op.  21-30. 

48.  Product  simulation  has  repeatedly  been  enjoined 
in  other  types  of  cases  as  a  violation  of  Section  43(a).  In 
Truck  Equipment  Services  Co.  v.  Fruehauf  Coro.,  536  F.  2d  1210, 
1215  (8th  Cir.  1976),  cert,  denied,  429  U.S.  861,  97  S.  Ct. 

164,  50  L.Ed.  2d  139  (1976),  the  plaintiff  originated  a 
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'  X  ari  for  a  hopper  grain  trailer 

distinctive  exterior  desi  ^  ^  Jn  the  design  o£  its 

Defendant's  incorporation  lon  o£  Section  43(a). 

°"»  —  ”as  £°“"  Etc 

nallas  Cowboys,  Etc.  ,v_! - ■*- 

Similar  y,  _  particular  colors  and 

604  F . 2d  200,  203  (2d  Cir.  1919),  the  pa 

collocation  decorations  that  distinguish  the  —  ° 

Danas  Cowboys  Cheerleaders  were  protected  from  appropriate 

Tn  Rnik  Manufacturini_Co^_inc^i. 

under  Section  43(a).  in  bui - - 

T  9(10  Tt  s  P.Q.  664  (S.D.N.Y.  1980) 

Schoenback_P£oducts_Co^ — Inc^,  208  U.S.P.U- 

the  defendants  were  preliminarily  enjoined  from  setting 
certain  vending  machines  for  which  young  people  were  the 
principal  consumer,  and  which  were  "virtually  idehtical  in 
appearance"  to  plaintiff's  vending  machines  which  plaintiff  had 
promoted  with  over  *50,000  worth  of  advertising.  seenOso. 
pal  l  ,-Rovce  motors  ltd,  v.  h.  t  h.  Fiberglass,  M,,  428  F. 
Supp.  689,  698  (tl . D.  Ga.  1977)  (design  of  grille  and  statuette 
of  Rolls-Royce  automobile) ;  Rolls-Royce  Motors  Ltd,  v.  Custom 
dona  Motors.  Inc-,  190  O.stP.Q.  »»,  81  (S.D.K.Y.  1976)  ) 

(same) i  votomat  Coro,  v.  Cochran,  137  F.Supp.  1231,  1215  (D. 
Kan.  1977)  (ahaPe  »£  building  for  retail  photo-developing 


outlets) . 

49.  The  "speed-up  kit"  manufactured  and  sold  by  Artie 
is  expressly  intended  to  alter  the  carefully  designed  play  of 
the  GALAXIAN  game.  (F/F  64).  Accelerating  the  action 
appearing  on  the  GALAX! AN  screen  and  multiplying  the  number  of 


the  "memory 
friendly  rocket,  tne 


\  i/  the  f  r  lenaiy 

.  „  Hown  to  bomb  tne 

"aliens"  swooping  74).  Artie  s 

•  •  f icantly  distorts  the  game.  (F/* 

board"  significantly  ,,-iolative  of 

.  of  a  multimillion-dollar  game  is  violati 
deformation  of  a  ,  .  the 

i-ua)  which  prohibits  inter  alia, 

Lanham  Act  Section  43(a),  whic  P 

•  of  oricin"  of  goods  in  commerce.  15  U.b.t. 
"false  designation  of  origin  y 

* 

51125(a). 

50  The  mutilation  o£  the  GALAXIAH  game  affectuat 
bv  Artie’s  speed-up  tit  creates  a  -false  designation  of  origin” 
by  suggesting  that  the  sped-up  version  of  the  game  emanates 
from  Midway  in  its  altered  form.  This  violates  Midway’s  rrght 
to  prevent  the  presentation  of  [its!  work  to  the  publrc  in  a 
distorted  form.-  Fpllett  v  Mow  American  Library,  I.nc^,  497  F. 
supp.  104.'  313  (S.D.M.T.  I960,.  In  essence,  it  places  Midway's 

reputation  in  the  hands  of  those  who  alter  the  games. 

51.  Illustrative  is  Gilliam  v.  American  Broadcasting 

Companies ,  Inc.,  538  F.2d  14  (2d  Cir.  1976).  Plaintiffs  in 
Gilliam  were  a  group  of  British  writers  and  performers  known  as 
"Monty  Python"  who  had  authorized  the  sale  of  some  of  their  , 
British  television  shows  to  defendant,  an  American  television 
network.  Instead  of  broadcasting  them  in  their  original  form, 
however,  defendant  edited  them  into  a  form  that  departed 
substantially  from  the  original  work.  Gilliam,  id^,  538  F.2d 
at  24.  Defendant's  distortion  of  plaintiff's  works  was  thus 
held  to  violate  Section  43(a),  and  plaintiff's  application  for 
a  preliminary  injunction  restraining  the  broadcast  of  the 
altered  snows  was  granted. 


a(.  har  is  far  more 

,  tic,s  conduct  in  the  case  at  ba 
52.  Artie  S  rilliam.  There 

egregious  than  that  of  the  defendant  network  - - 

L  uetwork  had  the  fight  to  broadcast  the  subject  works 

their  unaitered  for,.  By  copying  Midway's  <*»*»»  .« 
without  authorization  and  then  distorting  it,  Artie  has  adde 
insult  to  the  ingury  created  by  simple  appropriation.  Its 
conduct  is  thoroughly  impermissible  under  Section  43(a).. 

53.  The  distortion  of  a  creative  work  is  enjoinable 
under  Illinois  law  as  well  as  the  Lanham  Act.  Thus  in  Bonner 

„  westbound  Records,  Inc.,  49  Ill-  *pp.  M  513'  364  N'E'  26 
570,  7  Ill.  Dec.  409  (1st  Dist.  1977),  plaintiff  musicians 
claimed  that  defendant  record  company  took  unedited  tapes  of 
plaintiffs'  performances  and  "overdubbed"  new  music  and  new 

words  into  plaintiffs’  performances. 

54.  The  alteration  of  plaintiffs'  performances  was  a 

deceptive  trade  practice  under  Illinois’  Deceptive  Trade 
Practices  Act,  Ch.  121-1/2  Ill.  Rev.  Stat.  par.  312  1975). 

Bonner,  id^,  364  N.E.  2d  at  574.  In  reasoning  reminiscent  of  5 

the  Lanham  Act,  the  Court  stated  that: 

"An  author  or  artist  is  entitled  to  judicial 
protection  where  there  is  a  sufficient  demonstration 
of  'mutilation'  or  other  serious  alteration  of  the 
creator's  work."  Bonner ,  id . ,  365  N.E.  2d  at  575. 

55.  The  applicability  of  this  doctrine  to  the  instant 

case  is  clear.  Artie's  GALAXIAN  speed-up  kits  --  whose  sole 

use  is  to  deform  Midway's  GALAXIAN  game  —  are  manifest 

violations  of  the  Illinois  law.  See  also  Clemens  v.  Bel  ford L 

Clark  &  Co.,  14  F.  728,  731  (C.C.N.D.  Ill.  1883). 


■  laHna  the  PAC-MAN  game 
56.  The  Artie  device  for  s-ulatrn, 

„  .he  play  of  Midway's  game,  but  it  is 
does  not  distort  the  p 

inois  law.  Artie’s  PAC-MAN 


nonetheless  in  violation  of  II 
circuit  board  may  be  used  to  conve 


rt  existing  video  games  into 


the  PAC-MAN  game  by  replacing  the  existing  circuitry  with  the 
Artie  product.'  Thus,  the  replacement  device  is  to  be  used  in  a 
cabinet  designating  a  game  other  than  PAC-MAN.  Such  -palming 
Off”  is  a  classic  example  of  common-law  unfair  competition. 

See,  e^,  Baldassano  v.  Accettura,  336  Ill.  App.  445,  84  N.E. 
2d  336  (1st  Dist.  1949).  See  also  Midway  Mfg.  Co.  Vj. 
Drikschneider ,  supra,  Slip.  op.  24.  By  designedly  enabling 
game  owners  to  palm  off  the  PAC-MAN  game  as  a  different 
product,  Artie  is  responsible  for  such  tortious  acts.  Pennwalt 
Corp.  v.  Zenith  Laboratories,  Inc.,  472  F.  Supp.  413,  418  (E.D. 
Mich.  1979)  . 


B.  Irreparable  Injury 

57.  Copyright  infringement  automatically  divests  the 

*  ) 
copyright  proprietor  of  exclusive  control  over  his  unique 

intellectual  property.  Accordingly ,  upon  a  showing  of 

infringement,  irreparable  injury  is  ordinarily  presumed. 

Novelty  Textile  Mills,  Inc,  v.  Joan  Fabrics  Corp. ,  55  8  F .  2d 

1090,  1094  (2d  Cir.  1977);  American  Metropolitan  Ent.  of  N.Y. 

v.  Warner  B cos.  Records.,  389  F.2d  903,  905  (2d  Cir.  1968). 

Dawn  Associates  v.  Links,  203  U.S.P.Q.  831,  834  (N.D.  Ill. 


197  8)  .  As  stated  in  Reuben  H.  Donnelley  v.  Guides  to 
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hl  “  to  the  plaintiff  is  inherent  in  acts  of 

"  [i]  rreparable  damage  to  tf  ^ 

copyright  infringement. 

58.  There  is  also  a  presumption  that  a  violation 
Lanham  Act  §43 (a)  creates  injury  not  compensated  by  monetary 
damages.  Midway  Mfg.  Co.  v.  Dr ikschneider ,  su£ra.  Slip.  op. 
29.  National  Lampoon,  Inc,  v.  American  Broadcasting  Cos._^ 

Inc.  ,  376  F.Supp.  733,  750  (S.D.N.Y.  1974),  a£f'_d,  497  F.2d 

1343  (2d  Cir .  1974) . 


59.  Illinois  law  echoes  the  automatic  inference  of 
irreparable  injury  subsisting  under  federal  law.  Given 
Midway's  likelihood  of  success  on  the  merits  under  the 
Deceptive  Trade  Practices  Act,  "it  necessarily  follows  that 
irreparable  harm  has  been  demonstrated."  Bonner  v.  Westbound 
Records,  Inc.,  49  Ill.  App.  3d  543,  364  N.E.  2d  570,  576,  7 
Ill.  Dec.  409  (1977) . 


60.  Apart  from  the  presumed  irreparable  injury  that 
exists  in  virtually  every  copyright  case,  the  traditional 
considerations  which  activate  the  intervention  of  equity  to 
restrain  infringement  are  fully  present  in  the  case  at  bar.  It 
has  been  held  that  the  presence  of  infringing  goods  on  the 
market  drastically  destroys  the  salability  and  value  of  the 
original  goods.  United  Merchants  and  Manufacturers,  Inc,  v. 
Sutton,  282  F.Supp.  588,  591  (S.D.N.Y.  1968). 


t  imoact  of  infringing  goods  is 
61.  The  detrimental  impac 

,  creational  and  entertainment-oriented 

aggravated  m  regard  to  recreationa 

products,  such  as  GALAXIAN  and  PAC-MAN  that  have  a  limited  span 
of  public  popularity  and  sales  potential  also  constitutes 
irreparable  harm.  Dollcraft  Industries,  Ltd,  v ... .Well -Made  Tojj 
Mf  g .  ,  479  F.Supp.  1105,  1117  (E.D.N.Y.  1978);  Leon  _B^ 

Rosenblatt  Tex.  Ltd,  v.  M.  Lowenstein  &  Sons,  Inc.,  321  F.. 

Supp.  186,  139  (S.D.N.Y.  1970).  To  prevent  the  diversion  of 
Midway's  profits  during  these  potentially  abbreviated  sales 
life  of  Midway’s  games,  it  is  imperative  to  restrain 
defendants’  further  copyright  infringement.  Midway  Mf  g .  Co.  v._ 
Dirkschneider ,  supra ,  Slip.  op.  at  20. 

62.  Midway  enjoys  a  reputation  for  producing 
high-quality  video  games,  and  this  reputation  is  entitled  to 
protection  from  association  with  a  video  game  that  does  not 


meet  the  standards  of  Midway’s  products.  Dallas  Cowboys,  etc, 
v.  Pussycat  Cinema,  Ltd. ,  604  F.2d  200,  205  (2d  Cir.  1979); 

f 

Paramount  Pictures  Corp.  v.  Worldwide  Entertainment  Corp.,  19  5  ) 
U.S.P.Q.  539,  543  (S.D.N.Y.  1977).  This  is  especially  true  in 
the  case  of  the  speed-up  kit  sold  by  Artie.  The  difficulty 
Midway  would  encounter  in  calculating  the  monetary  value  of  its 
lost  business  with  accuracy  also  makes  damages  an  inadequate 
remedy  at  law. 

63.  In  short,  the  evidence  before  the  Court  is  more 
than  sufficient  for  the  "minimal  showing"  of  irreparable  injury 
required  in  this  case. 


_  ,inhies  Favors  Midway 
C.  The  Balance  of - 

64.  Continuation  of  Artie’s  acts  will  jeopardize 
Midway's  ability  to  continue  manufacturing  and  selling  two 
games  in  which  it  has  invested  millions  of  dollars.  Artie's 
product  line  is  changeable  and  varied.  Indeed,  Artie's 
president  testified  that  Artie  has  a  substantial  business  in 
the  sale  of  integrated  circuits  (F/F  56) ,  that  the  speed-up  kit 
is  "not  a  substantial  part  of  Artie's  business"  (F/F  91),  and 
that  Artie  sells  printed  circuit  boards  for  about  30  games  (F/F 


90).  Thus,  Artie  will  suffer  little  or  no  injury  by 
discontinuing  the  infringing  products.  Thought  Factory,  Inc. 
v.  Idea  Factory,  Inc.,  203  U.S.P.Q.  331,  335  (C.D.  Cal.  1978). 
Complimenting  this  disproportionate  balance  of  hardships,  it  is 
apparent  that  the  status  quo  is  best  preserved  if  the  contested 
acts  of  Artie  cease. 


D .  It  Is  In  The  Public  Interest  To  Grant  The  Injunction 

65.  Complementing  the  panoply  of  irreparable  injuries 

.fe 

that  Midway  will  sustain  unless  defendants'  acts  of 
infringement  are  restrained  is  the  injury  that  the  public  will 
continue  to  suffer  in  the  form  of  confusion  created  by  exposure 
to  video  games  which  are  substantially  identical  to  Midway's 
GALAXIAN  and  PAC-MAN  games.  Midway  Mf g .  Co.  v.  Dr ikschne ider , 
supra,  Flip.  Op.  at  20-21;  Dealer  Advertising  v.  Barbara  Allan 


Financial,  197  U.S.P.Q.  611,  619  (W.D.  Mich.  1977). 


There  is 


no  public  interest  in  permitting  Artie  to  continue  its  acts  of 
plagiarism  and  deception  of  the'publ-^c- 

66.  A  preliminary  injunction  will  issue  against  Artie 
International ,  Inc . 


Eric  C.  Cohen 
Donald  L.  Welsh 
A.  Sidney  Katz 

FITCH ,  EVEN,  TAB IN,  FLANNERY  &  WELSH 
135  South  LaSalle  Street 
Chicago,  Illinois  60603 

Attorneys  for  Midway  Mfg.  Co., 
Plaintiff 
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